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DETAILED ACTION 

1 . This Office Action is in response to Applicant's After-Final Amendment filed on 
March 16, 2006. Claim 29 has been amended. Claims 1-28, 39-42 and 46-53 have 
been cancelled. Claims 29-38 and 43-45 are pending. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 29-38 and 43-45 are rejected under 35 U.S.C. 1,12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In respect to claim 29, It is unclear whether the phrases "a scheduled result 
(AuthResp)" on line 8, page 2 and "a schedule result (AuthResp) on line 4, page 3 are 
referring to the same element. 

Claim 29 further recites the limitation "to verify the authentication result 
(AuthData2) M in line 4, page 3. There is insufficient antecedent basis for this limitation in 
the claim. 

In respect to claim 43, it is unclear whether the phrase "a result (AuthData2)" is 
referring to the phrase "the authentication result (AuthData2)" recites in claim 29, line 4, 
page 3. 

Claims 30-38 and 44 and 45 are dependent claims and also rejected because by 
their dependency, they contain the language of the independent claim. 
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Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 29 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1 and 20, of U.S. Patent No. 7,024,688. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other. In the claim 29 of instant Application, the claimed limitation recites a 
network control element adapted to determine whether it has to perform a verification of 
the authentication and forward a scheduled result if it does not have to perform 
verification and receive the scheduled result from another network control element and 
extract the scheduled result and forward the session invitation message without the 
scheduled result to the subscriber equipment and verify the authentication result with a 
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scheduled result. The claims 1 and 20 of U.S. Patent case recites method and program 
storage device executed by a machine to authenticating a user agent and a server 
using Session initiation Protocol (SIP) messages. The claimed limitation recites 
forwarding a request for authentication from the server to the user agent in response to 
the SIP request, the request for authentication including information (AuthData) that the 
authentication will be performed; forwarding an authentication response from the user 
agent to the server in response to the request for authentication wherein the field 
therein comprises RES (response) andAUS (synchronization failure parameters); 
perform an involved SIP procedure on the server if the authentication is deemed 
successful in view of the authentication response. Since the instant Application teaches 
a network control element determine whether to perform authentication verification 
before forwarding the SIP message to the subscriber equipment. The U.S. Patent 
teaches user agent response to server authentication request including information that 
the authentication will be performed using a Universal Mobile Telecommunication 
System (UMTS) authentication and Key Agreement (AKA) mechanism, wherein a field 
wherein comprises AUTN (authentication token ) and RAND (random challenge) and 
RAN and AUTN vectors are included in a SIP WWW-Authenticate or a Proxy- 
Authenticate response header field and performing an involved SIP procedure on the 
server in response to the SIP request if the authentication is deem successful in view of 
the authentication response. Therefore, it would have been obvious that a network 
control element would have to be adapted to inspect the header field to determine 
whether a verification for authentication is needed before forwarding the response to the 
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next network control element or receiving device. Verification for authentication 
encompasses extracting information from the data packets and comparing and 
matching authentication result with predetermined received information. 

Claims 30-38 and 43-45 are dependent claims and also are rejected because by 
their dependency, they contain the language of the independent claim. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth, in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 29-38 and 43-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Handley et al., hereinafter Handley, ("Network Working Group", 
March 1999) in view of Hardjono (U.S. Patent No. 6,425,004). 

In respect to claim 29, Handley discloses a network control element, wherein 
during a subscriber equipment terminated call, the network control element is adapted 
to send a session invitation message to the subscriber equipment, the session invitation 
message including authentication information, wherein the network control element is 
further adapted to determine whether it has to perform a verification of the 
authentication, and, in case the network control element does not perform the 
verification, to forward a scheduled result (AuthResp) to a second network control 
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element by including the scheduled result into the session invitation message wherein 
the network control element is adapted (e.g. page 6, (1.1), page 24, (3), pages 25-26, 
(4.1), page 28, (4.2.1), page 41, (6.1), page 42, (6.3-6.4), (6.26) Proxy Authenticate, 
(6.27) Proxy-Authorization (6.28) Proxy-require, page 74, (6.4), www-Authenticate, page 
108-109, Message Integrity and Access Control Authentication). 

Handley does not disclose the detail in case the network control element has to 
perform the verification, to receive the scheduled result (AuthResp) from another 
network control element, wherein the scheduled result is included in the session 
invitation message extract the scheduled result (AuthResp) from the session invitation 
message and to forward the session invitation message without the scheduled result 
(AuthResp) to the subscriber equipment, and to verify the authentication result 
(AuthData2) with a scheduled result (AuthResp). However, Hardjono discloses 
receiving data packet from other router, the receiving router verifies the routing 
information in the packet... authenticating the routing information using authentication 
information contained in the routing information (e.g. Hardjono, Fig. 8, col. 5, line 60-col. 
6, line 18). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Handley's call handling using SIP 
with Hardjono's teaching of verifying the routing information to ensure the integrity of 
routing information before they are forwarded the appropriate destination. 

In respect to claim 30, Handley and Hardjono disclose the network control 
element according to claim 29, wherein the network control element is adapted to 
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receive a response message as a response to the session invitation message from a 
subscriber equipment, the response message including a result of an authentication 
procedure performed by the subscriber equipment (e.g. Handley, pages 42-44, 59-61 
and 115) 

In respect to claim 31 , Handley and Hardjono disclose the network control 
element according to claim 30, wherein the network control element is adapted to verify 
the authentication procedure result (e.g. Handley, pages 42-44, 59-61 and 115). 

In respect to claim 32, Handley and Hardjono disclose the network control 
element according to claim 31, wherein the network control element is adapted for 
forwarding the response message of the subscriber equipment to an originating entity- 
initiating the session invitation without the result of the authentication procedure in case 
of a positive verification (e.g. Handley, pages 42-44, 59-61 and 115) 

In respect to claim 33, Handley and Hardjono disclose the network control 
element according to claim 31, wherein the network control element is adapted to 
forward a failure message to an originating entity initiating the session invitation in case 
of a negative verification (e.g. Handley pages 42-44, 59-61, and 115). 

In respect ot claim 34, Handley and Hardjono disclose the network control 
element according to claim 29, wherein in the network the SIP (Session Initiation 
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Protocol) protocol is adopted as a control protocol (e.g. Handley, pages 42-44, 59-61 
and 115). 

In respect to claim 35, Handley and Hardjono disclose the network control 
element according to claim 34, wherein the session invitation message is a SIP INVITE 
request including an authentication header field (e.g. Handley, pages 114-117). 

In respect to claim 36, Handley and Hardjono disclose the network control 
element according to claim 34, wherein the response message is a SIP response 
message including an authorization header field (e.g. Handley, pages 25-26 and pages 
114-117). 

In respect to claim 37, Handley and Hardjono disclose the network control 
element according to claim 31, wherein the network control element performing the 
verification is adapted to serve an originating entity initiating the session invitation (e.g. 
Handley pages 25-26, 41-61 and page 112-116). 

In respect to claim 38, Handley and Hardjono disclose the network control 
element according to claim 31 wherein the network control element performing the 
verification is adapted to serve the subscriber equipment 

In respect to claim 43, Handley and Hardjono disclose the network control 
element according to claim 29, wherein the network control element is further adapted 
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to receive a response message from the subscriber equipment, the response message 
including a result (AuthData.2) of the authentication procedure and network 
authentication information (AuthData3) which is used by the subscriber equipment to 
perform an authentication of the network (e.g. Handley pages 25-26, 41-61 and page 
112-116). 

In respect to claim 44, Handley and Hardjono disclose the network control 
element according to claim 43, wherein the network control element is further adapted 
to determine a network authentication result (AuthData4) in response to the network 
authentication information (AuthData4) and to send the network authentication result 
(AuthData4) to the subscriber equipment (e.g. Handley pages 25-26, 41-61 and page 
112-116). 

In respect to claim 45, Handley and Hardjono disclose the network control 
element according to claim 31, wherein the network control element is adapted to 
repeat the verification for a predetermined number of times, wherein different 
authentication information (AuthDatal) are used (e.g. Handley, pages 114-117). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tongoc Tran whose telephone number is (571) 272- 
3843. The examiner can normally be reached on 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques Louis-Jacques can be reached on (571) 272-3962. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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